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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address — 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )□ Responsive to communication(s) filed on . 

2a )□ This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-8 and 10 (9 being cancelled) is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) |EI Claim(s) 1-8 and 10 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) ^ The drawing(s) filed on 05 December 2005 is/are: a)^ accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) ^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)E| All b)D Some * c)D None of: 

1 Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 

3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attach ment(s) 

^ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

El Information Disclosure Statement(s) (PTO/SB/08) 5 ) □ Notice of Informal Patent Application 

Paper No(s)/Mail Date . 6) □ Other: . 

PTOL-326 (Rev. 08-06) Office Action Summary Part of Paper No./Mail D 
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DETAILED ACTION 

Claim Rejections - 35 USC § 101 

1. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

The claimed invention is directed to non-statutory subject matter. 
All claims 1-8 and 10 are rejected in view of 101 as stated below. 

The examiner notes/suggests previously examined (10/482 136) which amended the claims/preamble to 
state "converting first data of standard definition image data into second data of high definition image data for 
improving an image quality", since currently the preamble merely states converting a first signal composed of 
multiple items into a second signal of multiple items (thus the two signal are not distinguished by the recitation), 
la. Claim 8 recites a method with no corresponding structure as not falling within one of the four statutory 
categories of invention. While the claims recite a series of steps or acts to be performed, a statutory "process" under 
35 U.S.C. 101 must (1) be tied to another statutory category (such as a particular apparatus), or (2) transform 
underlying subject matter (such as an article or material) to a different state or thing ("[t]he Supreme Court has 
recognized only two instances in which such a method may qualify as a section 101 process: when the process 
'either [Tl was tied to a particular apparatus or \1\ operated to change materials to a 'different state or thing."" See 
PTO Supp. Br. 4 (guoting Flook, 437 U.S. at 588 n.9). In Diehr, the Supreme Court confirmed that a process claim 
reciting an algorithm could state statutory subject matter if it: (1) is tied to a machine or (2) creates or involves a 
composition of matter or manufacture. 1_._2 450 U.S. at 184." In re Comiskey, 84 USPQ2d 1670 (Fed. Cir. 2007). 
The instant claims neither transform underlying subject matter nor positively tie to another statutory category that 
accomplishes the claimed method steps, and therefore do not qualify as a statutory process. In order for a process to 
be "tied" to another statutory category, the structure of another statutory category should be positively recited in a 
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step or steps significant to the basic inventive concept, and NOT just in association with statements of intended use 
or purpose, insignificant pre or post solution activity, or implicitly. 

The examiner suggests clarifying in the claim that such steps are carried out by hardware/circuitry, 
assuming support for such in the specification, or the use of a processor /memory(thus requiring circuitry/hardware). 
Alternatively, if the applicant feels that the claims as currently recited does not necessitate a 101 rejection, the 
applicant should argue such. 

Claims 10 recites a program. 

In order to comply with the 101 statue, the claims should state that a "a non-transitory computer-readable 
medium" (assuming support in the original disclosure, or machine-readable, recording medium) which 
comprises/includes instructions which cause a processor/CPU etc.. .to execute the following: Currently, the claim is 
geared towards the program/software portions, and thus is not patentable in view of the 101 statute, (see the section 
extracted from the MPEP below). 

Claims 1-7 recite an apparatus, however in view of the disclosure, such apparatus may be realized by 
software, thus claims 1-8 are also rejection in view of the 101 statute. 



The examiner notes MPEP 2106.1 which pertains to non-statutory subject matter, such as data 
structures/programs. An excerpt from the OG Notice, 

"The broadest reasonable interpretation of a claim drawn to a computer readable medium (also called 
machine readable medium and other such variations) typically covers forms of non-transitory tangible media and 
transitory propagating signals per se in view of the ordinary and customary meaning of computer readable media, 
particularly when the specification is silent." 

"A claim drawn to such a computer readable medium that covers both transitory and non-transitory 
embodiments may be amended to narrow the claim to cover only statutory embodiments to avoid a rejection under 
35 USC 101 by adding the limitation "non-transitory" to the claims. 
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I. FUNCTIONAL DESCRIPTIVE MATERIAL: "DATA STRUCTURES " 
REPRESENTING DESCRIPTIVE MATERL4L PER SE OR COMPUTER 
PROGRAMS REPRESENTING COMPUTER LISTINGS PER SE 

Data structures not claimed as embodied in computer-readable media are descriptive 
material per se and are not statutory because they are not capable of causing functional 
change in the computer. See, e.g., Warmerdam, 33 F.3d at 1361, 31 USPQ2dat 1760 
(claim to a data structure per se held nonstatutory). Such claimed data structures do not 
define any structural and functional interrelationships between the data structure and other 
claimed aspects of the invention which permit the data structure's functionality to be 
realized. In contrast, a claimed computer-readable medium encoded with a data structure 
defines structural and functional interrelationships between the data structure and the 
computer software and hardware components which permit the data structure's 
functionality to be realized, and is thus statutory. 

Similarly, computer programs claimed as computer listings per se, i.e., the descriptions or 
expressions of the programs, are not physical "things." They are neither computer 
components nor statutory processes, as they are not "acts" being performed. Such 
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claimed computer programs do not define any structural and functional inteixelationsliips 
between the computer program and other claimed elements of a computer which permit 
the computer program's functionality to be realized. In contrast, a claimed computer- 
readable medium encoded with a computer program is a computer element which defines 
structural and functional interrelationships between the computer program and the rest of 
the computer which permit the computer program's functionality to be realized, and is 
thus statutory. See Lowiy, 32 F.3d at 1583-84, 32 USPQ2d at 1035. Accordingly, it is 
important to distinguish claims that define descriptive material per se from claims that 
define statutory inventions. 

Computer programs are often recited as part of a claim USPTO personnel should 
determine whether the computer program is being claimed as part of an otherwise 
statutory manufacture or machine. In such a case, the claim remains statutory irrespective 
of the fac t tha t a comput er program is included in the claim. The same result occurs when £ 
computer program is used in a computerized process where the computer executes the 
instructions set forth in the computer program. Only when the claimed invention taken as 
a whole is directed to a mere program listing, i.e., to only its description or expression, is it 
descriptive material per se and hence nonstatutory. 

Since a computer program is merely a set of instructions capable of being executed by a 
computer, the computer program itself is not a process and USPTO personnel should 
treat a claim for a computer program, without the computer-readable medium needed to 
realize the computer program's functionality, as nonstatutory functional descriptive 
material. When a computer program is claimed in a process where the computer is 
executing the computer program's instructions, USPTO personnel should treat the claim 
as a process claim. ** When a computer program is recited in conjunction with a physical 
structure, such as a computer memory, USPTO personnel should treat the claim as a 
product claim. * * 



Thus in view of the 101 rejection, the examiner suggests modifying the preamble to include the (standard 
definition. ..into a high definition image data) as stated above. In addition to including non-transitory 
computer readable (or recording medium) where appropriate and including the execution by a computer, 
requiring a memory/processor to overcome such rejection. 

Conclusion 
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2. Any inquiry concerning this communication or earlier communications from the examiner should be 

directed to Brian Yenke whose telephone number is (571)272-7359. The examiner work schedule is Monday- 
Thursday, 0730-1830 hrs. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's Supervisor, David L. 
Ometz, can be reached at (571)272-7593. 

Any response to this action should be mailed to: 

Commissioner of Patents and Trademarks 
Washington, D.C. 20231 

or faxed to: 

(571)-273-8300 

Any inquiry of a general nature or relating to the status of this application or proceeding should be 
directed to the Technology Center 2600 Customer Service Office whose telephone number is 

(703)305-HELP. 

General information about patents, trademarks, products and services offered by the United 
States Patent and Trademark Office (USPTO), and other related information is available by 
contacting the USPTO's General Information Services Division at: 

800-PTO-9199 or 703-308-HELP 

(FAX) 703-305-7786 

(TDD) 703-305-7785 

An automated message system is available 7 days a week, 24 hours a day providing 
informational responses to frequently asked questions and the ability to order certain documents. 
Customer service representatives are available to answer questions, send materials or connect 
customers with other offices of the USPTO from 8:30 a.m. - 8:00p.m. EST/EDT, Monday-Friday 
excluding federal holidays. 
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For other technical patent information needs, the Patent Assistance Center can be reached 
through customer service representatives at the above numbers, Monday through Friday (except 
federal holidays) from 8:30 a.m. to 5:00 p.m. EST/EDT. 

The Patent Electronic Business Center (EBC) allows USPTO customers to retrieve data, 
check the status of pending actions, and submit information and applications. The tools currently 
available in the Patent EBC are Patent Application Information Retrieval (PAIR) and the Electronic 
Filing System (EFS). PAIR (http://pair.uspto.gov) provides customers direct secure access to their 
own patent application status information, as well as to general patent information publicly available. 
EFS allows customers to electronically file patent application documents securely via the Internet. 
EFS is a system for submitting new utility patent applications and pre-grant publication submissions in 
electronic publication-ready form. EFS includes software to help customers prepare submissions in 
extensible Markup Language (XML) format and to assemble the various parts of the application as an 
electronic submission package. EFS also allows the submission of Computer Readable Format 
(CRF) sequence listings for pending biotechnology patent applications, which were filed in paper 
form. 

/BRIAN P. YENKE/ 

Primary Examiner, Art Unit 2622 



B.P.Y 

09 MarlO 
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